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DETAILED ACTION 

Response to Amendment 

1 . The Amendment to claims filed May 2nd, 2008 has been entered. Claims 1-19 
remain pending in the application. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 19 is rejected under 35 U.S.C. 1 1 2, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 19 recites the limitation "The process of claim 9, wherein said alkenyl group 
is a C2-C6 alkenyl" in lines 1-2. There is insufficient antecedent basis for this limitation 
in the claim. 

For the purpose of this office action, claim 1 9 depends on claim 1 . 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-6 and 8-19, are rejected under 35 U.S.C. 102(b) as being anticipated 
by Bohin et al (WO98/05723, see English Language equivalent US 6,369,184). 
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Regarding claims 1, 14-17 and 19, Bohin et al teaches providing a silicone composition 
suitable for coating (Abstract, lines 3-4); said silicone coating composition consisting of 
the mixture formed by: 

- (1 ) at least one polyorganosiloxane having per molecule at least two C 2 -C 6 
alkenyl groups linked to the silicon (col. 2, lines 42-43); 

- (2) at least one polyorganosiloxane having per molecule at least two hydrogen 
atoms linked to the silicon (col. 2, lines 44-45); 

- a catalytically effective amount of at least one catalyst composed of at least 
one metal belonging to the platinum group (col.2, lines 46-48); 

- an adhesion promoter (col.2, line 49); 

- optionally a mineral filler (col.2, line 50); 

- optionally at least one crosslinking inhibitior (col.2, line 52); 

- optionally at least one polyorganosiloxane resin (col.2, line 53); 

The formation of the silicone coating composition corresponds to step I of the instant 
claim wherein the uncured silicone coating composition serves as the liquid silicone 
preparation (i). 

Bohin et al further teaches applying the composition to a substrate and that although the 
composition is able to crosslink cold it may also be crosslinked thermally and/or by 
electromagnetic radiation (col. 10, lines 18-27); the application of the composition to a 
substrate and subsequent crosslinking corresponds to step II of the instant claim, 
wherein the crosslinked silicone coating composition serves as the crosslinked silicone 
element (i). 
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Bohin et al further teaches depositing a second layer or optionally a third layer on at 
least one side of the substrate material already coated in order to have in total the 
desired thickness (col. 12, lines 33-35), this teaches step(lll) of the instant claim, when 
present, and inherently teaches steps (IV) and (V) of the instant claim. 
Steps (IV) and (V) of the instant claim are mere duplication of steps (I) and (II) which are 
inherently carried out when a second and/or third layer of the silicone coating 
composition of Bohin et al is deposited on the substrate material. 
Bohin et al further exemplifies the silicone coating of the invention (See C1 , TABLE I, 
col. 14, lines 30-47). Though Bohin et al does not explicitly teach that the composition of 
the preparation and the crosslinking conditions of step (II) are being chosen in such a 
way that the crosslinked silicone element (i) has a surface density SD of unreacted , 
residual alkenyl groups per nm 2 in the range of the instant claim, the composition C1 of 
Bohin et al consists of components identical to those of the reference silicone 
composition of the instant application (see Specification, Page 16, EXAMPLE 1, lines 1- 
27), combined in the same proportions and crosslinked at room temperature as in the 
reference silicone composition of the instant claim. 

0.003 Vi-Si functional groups per 100g of oil as contained in the high viscosity oil and 
0.005 Vi-Si residues per 100g of oil as contained in the low viscosity oil of Bohin et al is 
the same as 0.08% of Vi and 0.135% of Vi of the reference silicone composition of the 
instant application respectively. 
Calculation: 

The vinyl group, represented as CH 2 =CH , has a mass of (12 + (1X2) + 12 + 1) = 27g; 
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there are 0.003 Vi-Si functional groups per 100g of the high viscosity oil, hence 0.003 X 
27 = 0.08g; 

therefore the percentage of Vi in the oil is 0.08/100 X 100 = 0.08%. 
Same calculation applies for the low viscosity oil. 

Since the reference silicone composition of the instant application has a SD of 0.005 
(Specification, Page 18, Table 2, lines 22-25), the silicone coating composition of Bohin 
et al inherently has a SD of 0.005 because both compositions consist essentially of 
identical components the only difference being in the amount of catalyst with the type of 
inhibitor used in the compositions, which bears no effect on the SD of the crosslinked 
silicone composition. 

Regarding claim 2, Bohin et al further teaches that the ratio of the number of hydrogen 
atoms linked to the silicon in the polyorganosiloxane(2) to the total number of groups 
having alkenyl unsaturation in the polyorganosiloxane (1) and the resin is preferably 
between 0.6 and 5 (col.8, lines 28-32). 

Regarding claims 3 and 18, Bohin et al further teaches examples of the 
polyorganosiloxane (1) to include trimethylsilyl-terminated 

(methylvinyl)(dimethyl)polysiloxane copolymer (col.7, lines 32-37). For the simplest 
form of this copolymer represented as (CH3)3Si-0-Si(CH=CH 2 )(CH3)-0-Si(CH 3 )2-0- 
Si(CH 3 )3, there are 16 other radicals for every vinyl radical in the molecule, this 
inherently teaches a vinyl radical number content of 1/17 X 100 = 5.88%. 
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Regarding claim 4, Bohin et al teaches that in general the coating involves depositing a 
layer on the side of a flexible substrate material (primary coat) and it may involve 
depositing a second layer or optionally a third layer on at least one of the sides of the 
substrate already coated (secondary coat) (col. 12, lines 33-40). 

Regarding claim 5, Bohin et al further teaches that the compositions according to the 
invention may be used for covering or coating advantageously polyester or polyamide 
fibres (col. 10, lines 28-32). 

Regarding claim 6, Bohin et al further teaches that the crosslinking (curing) process of 
the silicone preparation could be carried out for 4 minutes at 150°C in an oven (col. 14, 
lines 54-60); since the coating of the substrate is not done at 150°C and Bohin et al 
inherently teaches coating the substrate at room temperature (col. 10, lines 18-27 and 
col. 13, lines 52-53), one of ordinary skill in the art would have let the substrate undergo 
a cooling interval before subsequent coatings are applied; said cooling interval is the 
prolonged interruption of the process of the instant claim. 

Regarding claim 8, Bohin et al further teaches that the polyorganosiloxane (1) 
advantageously contain siloxyl functional units of formula 1 .1 (col. 6, line 46-col.7, line 
6). 
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Formula (1 .1) and formula (1.2) of Bohin et al correspond to formula (1) and formula (2) 
of the instant claim respectively, in which T as used in formula (1 .1 ) of Bohin et al is the 
same as W of formula (1 ) of the instant claim. 

Regarding claim 9, Bohin et al further teaches that the polyorganosiloxane (2) is 
preferably of the type of those which contain siloxyl functional units of formula (2.1) 
(col .7, lines 38-64). 

Regarding claim 10, Bohin et al further teaches vinyl MDQ resins as examples of resins 
which are particularly well suitable in the invention (col. 6, lines 28-29) and exemplifies a 
MM vi DD vi Q resin (col. 12, lines 60-67). The MM vi DD vi Q resin has the vinyl group carried 
by siloxy units D and M. 

Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior office action. 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bohin et 
al (WO98/05723, see English Language equivalent US 6,369,184). 

Regarding claim 7, Bohin et al teaches all the claim limitations as set forth above and 
further teaches coating compositions C1, C2 and C3 which are different (col. 14, lines 
30-47 and col. 16, line 15-col.17, line 3). 

Bohin et al does not teach the process wherein the second and last silicone preparation 
is different from the first and devoid of hyperalkenylated POS A 0 . 
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When more than one coating layers are applied to the substrate of the invention, one of 
ordinary skill in the art would have formed the coating layers from any of the coating 
compositions ,C1 , C2 and C3,taught by Bohin et al either singly or in combination with 
other coating layers formed from C1, C2 or C3 by routine experimentations; it has been 
established that it is prima facie obvious to combine two compositions each of which is 
taught by the prior art to be useful for the same purpose in order to form a third 
composition to be used for the very same purpose, see In re Kerkhoven, 626 F.2d 846, 
850, 205 USPQ 1069, 1072 (CCPA 1980). 

The compositions of C1 , C2 and C3 are devoid of hyperalkenylated POS A 0 . 



Response to Arguments 

8. Applicant's arguments filed May 2nd, 2008, have been fully considered but they 
are not persuasive. 

Though Bohin et al does not explicitly teach the silicone element having a surface 
density of unreacted residual alkenyl groups greater than or equal to 0.0015 per nm 2 , 
the examiner notes that this property is an inherent property of the cross-linked silicone 
element and since the essential components that determine the surface density of 
unreacted residual alkenyl groups in the composition of Bohin et al is identical to those 
of the reference preparation of the instant specification (Bohin et al, C1, TABLE I, 
col. 14, lines 30-47 and Instant specification, page 16, Example I), the cross-linked 
composition of Bohin et al would inherently be expected to contain a surface density of 
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unreacted residual alkenyl groups of 0.005 (Specification, page 18, Table 2). The 
burden is shifted to applicants' to prove otherwise. 



Double Patenting 

9. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior office action. 

Claims 1 ,4-5, 8-10 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-2, 4-5, 7-9 of U.S. Application 
10/518344 (now, US Patent No.7423234). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because of the reasons as 
disclosed in the prior office action. 



Conclusion 



10. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to OLATUNDE S. OJURONGBE whose telephone 
number is (571)270-3876. The examiner can normally be reached on Monday- 
Thursday, 7.1 5am-4 .45pm, EST time, Alt Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

O.S.O. 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



